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Remarks 

Reconsideration of this Application is respectfully requested. 

Upon entry of the foregoing amendment, claims 1-11 are pending in the 
application, with claims 1 and 8-11 being the independent claims. Claims 3 and 5-1 1 are 
withdrawn from consideration by the Examiner. 

Support for amendment to claims 1 and 2 can be found in the originally filed 
claims 1 and 2. These changes otc believed to introduce no new matter, and their entry is 
respectfully requested. 

Based on the above amendment and the following remarks. Applicants 
respectfully request that the Examiner reconsider all outstanding objections and 
rejections and that they be withdrawn. 

/. Supplemental Information Disclosure Statement 

AppHcants note that a First Supplemental Information Disclosure Statement is 
submitted accompanying the Amendment and Reply. Applicants respectfully request the 
Examiner initial and retum a copy of Infomiation Disclosure Statement Fomis. 

//. Objections 

Claims 1, 2 and 4 were objected for containing non-elected subject matter. The 
amendment to claims 1, 2 and 4 herein renders this objection moot. 

///• Rejoinder 

Upon allowance of elected claims 1, 2 and 4, Applicants respectfully request 
rejoinder of method claim 6 to the elected invention. 
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IV. Rejections under 35 U.S.C. § 103 

Claims 1, 2 and 4 were rejected under 35 U.S.C. § 103(a) as being unpatentable 
over WO02/08197, which is equivalent to U.S. Patent No. 7,176,228 B2 ("the '228 
patent"). The Examiner stated that the '228 patent discloses the following compound 
(Example No. 100): 




The Examiner also stated that the '228 patent describes preferred substitutents in 
the thiophene ring, including being hydrogen: 




The Examiner further stated that "[t]he prior art discloses that R7 could be 
hydrogen, thus suggesting the instantly claimed species." (Office Action, page 8.) 

According to the Examiner, "[o]ne skilled in the art would have also found the 
claimed compounds prima facie obvious in light of US 7,176,228 B2 because the 
instantly claimed compounds and the compoimds of US 7,176,228 B2 have the same 
core structure, that of a 2'-phenyl-2-chlorothiophene-3-carbixaniline. The motivation to 
make the claimed compounds derives from the expectation that structurally similar 
compounds would possess similar activity." (Office Action, pages 8-9.) Applicants 
respectfully disagree. 
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Amended claims 1, 2 and 4 of the present application require a compound of 

following formula. 




wherein A is O or S, Z is Z\ Z^, Z^ or Z"^, and t) is phenyl which is optionally 
mono- to pentasubstituted by identical or different substituents provided that when 
T) is mono-substituted by -CH=N-OCH3, said phenyl is further substituted by at least 
one halogen atom, such as fluorine, as illustrated by Compound No. 40 of the present 
application. See the application at page 77. 




(Compound No. 40 ) 

Thus, amended claims 1, 2 and 4 require a compound which is structurally 
dissimilar to the compound described in the '228 patent. Specifically, the '228 patent 
does not disclose a species that is encompassed by the amended claims 1, 2 and 4. In 
addition, the Examiner has not provided a reason why one would substitute the phenyl 
ring containing the group -CH=N-OCH3 by a halogen atom. Accordingly, Applicants 
respectfully submit that the amendment to claims 1, 2 and 4 herein renders this rejection 
moot. 



Atty. Dkt. No. 2400.0660000/RWE/L-Z 



Amdt. Dated May 4, 2009 - 25 - DUNKEL et aL 

Reply to Office Action of Febraary 3, 2009 Appl. No. 10/588,293 

K Nonstatutory Double Patenting Rejections 

A. Double Patenting Rejection over U.S. Patent No. 7,208,169 

Claims 1, 2 and 4 were rejected on the ground of non-statutory double patenting 
over claims 1-4 and 7-8 of U.S. Patent No. 7,208,169 ("the 469 patent"). According to 
the Examiner, "the patent ['the '169 patent] and the application are claiming common 
subject matter, as follows: A represents S (sulfur) or O (oxygen); M represents phenyl 
and wherein Z is Zl and Zl represents optionally substituted phenyl." (Office Action, 
page 10.) 

Claims 1-4 and 7-8 of the '169 patent are directed to a compoimd of formula (I): 




in which 
. . . , 

wherein Y represents carbonyl or represents Ci-Cs-alkylene which is optionally 
mono- or polysubstituted by identical or different substituents from the group consisting 
of halogen, Ci-Ce-alkyI, Ci-Ca-alkoxy, Ci-Ce-alkylthio, Ci-Ce-haloalkyl having 1 to 13 
flourine, chlorine, and/or bromine atoms, Ci-Ca-haloalkoxy having 1 to 13 flourine, 
chlorine, and/or bromine atoms, and Ci-Ca-haloalkylthio having 1 to 13 flourine, 
chlorine, and/or bromine atoms. . . . 

Amended claims 1, 2 and 4 of the present application require a compound of 
following formula: 
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wherein A is O or S, Z is Z^ Z^, Z^ or Z"^, and Z^ is phenyl which is optionally 
mono- to pentasubstituted by identical or different substituents W\ None of as 
recited in claims 1, 2 and 4 of the present application is the same or similar to the 
corresponding group as required in claims 1-4 and 7-8 of the '169 patent: 



Thus, claims 1, 2 and 4 of the present application and claims 1-4 and 7-8 of the 
'169 patent are directed to different subject matters. Accordingly, Applicants 
respectfully submit that the amendment to claims 1, 2 and 4 herein renders this rejection 
moot. 

B. Provisional Double Patenting Rejection 

Claims 1, 2 and 4 were provisonally rejected on the ground of non-statutory 
double patenting over claims 15-26 of co-pending Application No. 10/538,242; claims 1- 
4 of co-pending Apphcation No. 10/579,033; claims 1-4 of co-pending AppHcation No. 
10/597,723; and claims 1-4 of co-pending Application No. 12/097,753. 

AppUcant will address these provisional non-statutory double patenting rejections 
when the claims of the present apphcation or the relevant claims of any one of the co- 
pending applications are allowed. 
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Conclusion 



All of the stated grounds of objection and rejection have been properly traversed, 
accommodated, or rendered moot. Applicants therefore respectfully request that the 
Examiner reconsider all presently outstanding objections and rejections and that they be 
withdrawn. Applicants believe that a full and complete reply has been made to the 
outstanding Office Action and, as such, the present application is in condition for 
allowance. If the Examiner believes, for any reason, that personal commimication will 
expedite prosecution of this application, the Examiner is invited to telephone the 
undersigned at the number provided. 

Prompt and favorable consideration of this Amendment and Reply is respectfully 
requested. 



Date: Mav 4, 2009 



Respectfully submitted, 
Stwne, Kessler, Goldstein & Fox p.l.l.c. 




bi Zhou 
Attomey for Applicants 
Registration No. 48,291 
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